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DETAILED ACTION 

1 . Claims 1-21 are presented for examination. 

Priority 

2. The effective filing date for the subject matter in the pending claims in this 
application is 03/15/2001. 

Response to Amendment 

3. Applicant's arguments filed 1 1/01/2004 have been fully considered but they are 
not persuasive. 

4. As per claims 1-21, applicant argues that Biliris et al. (US 2001/0009017, "Biliris") 
and Dieterman (US 6,393,464) as cited in the previous office action do not teach the 
limitation "determining whether the first network communication is directed to a 
destination that is internal to the company based on the comparison of the received 
destination information and the information in the company directory." Applicant points 
out that this limitation is included in all 3 independent claims (Claims 1,15, and 18), and 
that suggests that claims 1-21 are patentable over the cited prior art. 

5. The examiner respectfully traverses this argument. In addition, it is respectfully 
submitted that the test for obviousness is not whether the features of a secondary 
reference may be bodily incorporated into the structure of the primary reference nor is it 
that the claimed invention must be expressly suggested in any one or all of the 
references. Rather, the test is what the combined teachings of the references would 
have suggested to those of ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981). 
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6. Biliris teaches using a query to retrieve lists of email addresses from an 
organization database using a declarative addressing scheme (Paragraphs 0041,0003, 
and 0009). Biliris explicitly retrieving subsets of lists from the database, one of ordinary 
skill in the arts would understand that a query could request the list of every employee 
in the company and rather than every employee of the company that resided in New 
Jersey. Addresses found on the list would represent internal addresses. 

7. Dieterman teaches using a list of email addresses and determining whether the 
destination email addresses on a set of emails match an email address on the list of 
addresses (Abstract, Fig. 3 block 33; col. 4, lines 31-38). 

8. One of ordinary skill in the art would recognize that generating a list of internal 
address as taught by Biliris and making the determination taught by Dieterman would 
result in determining whether an email was addressed to an internal address. 

9. The examiner maintains the rejections from the previous office action. These 
rejections are repeated below for the Applicant's convenience. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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11. Claims 1-9, 12, and 15-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Biliris et al. (US 2001/0009017) hereinafter Biliris in view of 
Dieterman (US 6,393,464). 

12. As per claim 1 , Biliris teaches a method of identifying whether a communication 
in a computer network is directed to a destination that is internal to a company, the 
computer network including a directory server 114, the directory server including a 
company directory that provides employee information 120 (Fig. 1; Paragraphs 0034 
and 0043), the method comprising: 

receiving destination information associated with a first network communication 
(Fig. 2B block 252, Paragraph 0031); and 

accessing the directory server and comparing the received destination 
information with information in the company directory (Paragraph 0035; query database 
using an email address). 

13. Biliris fails to teach determining whether the first network communication is 
directed to a destination that is internal to the company based on the comparison of the 
received destination information and the information in the company directory. 

14. Dieterman teaches determining whether the first network communication is 
directed to a destination that is internal to the company based on the comparison of the 
received destination information and the information in the company directory (Fig. 3 
block 33; col. 4, lines 31-38; directory includes all company addresses, addresses found 
in directory are internal). 
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1 5. It would have been obvious to one of ordinary skill in this art at the time the 
invention was made to combine the teaching of Biliris and Dieterman to use the 
comparison of the received destination information and the information in the company 
directory to determine whether the main was directed to a destination internal to the 
company because they both deal with specifying addresses for outgoing email. 
Furthermore, the teaching of Dieterman to determine whether the email address is 
present in a directory would allow email directed to external addresses to be subject to 
a separate approval process (Dieterman, col. 2 lines 35-39). 

1 6. As per claim 2, Biliris fails to teach the method of claim 1 further comprising 
adding an identifier to the first network communication to indicate whether the first 
network communication is directed to at least one destination external to the company. 

1 7. Dieterman teaches adding an identifier to the first network communication to 
indicate whether the first network communication is directed only to destinations internal 
to the company (col. 5, lines 3-10). 

1 8. It would have been obvious to one of ordinary skill in this art at the time the 
invention was made to combine the teaching of Biliris and Dieterman to add an identifier 
to the first network communication to indicate whether the first network communication 
is only to destinations internal to the company because they both deal with specifying 
addresses for outgoing email. Furthermore, the teaching of Dieterman to add an 
identifier to the first network communication to indicate whether the first network 
communication is only to destinations internal to the company would facilitate sending 
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out messages which do not require approval without delay (Dieterman, col. 5, lines 19- 
22). 

19. As per claim 3, Biliris teaches the method of claim 1 , wherein the destination 
information specifies at least one email address (Paragraph 0034, 0035; example of a 
declarative address including an email address). 

20. As per claim 4, Biliris in view of Dieterman as applied to claim 3 teaches all of the 
elements of claim 4. 

21 . As per claim 5, Biliris teaches the method of claim 1 , wherein the destination 
information specifies at least one fax phone number (Paragraphs 0022, invention 
applicable to faxes; Paragraph 0034, any contact attribute may be used). 

22. As per claim 6, Biliris in view of Dieterman as applied to claim 5 teaches all of the 
elements of claim 6. 

23. As per claim 7, Biliris teaches the method of claim 1 wherein the destination 
information specifies a plurality of destinations (Paragraph 0034; filters may be 
concatenated using logical operators; Paragraph 0035; filters may contain email 
addresses); 

24. Biliris fails to teach that the method further comprises : 

identifying whether each of the plurality of destinations is internal to the company 
based on a comparison of the received destination information and the information in 
the company directory. 

25. Dieterman teaches identifying whether each of the plurality of destinations is 
internal to the company based on a comparison of the received destination information 
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and the information in the company directory (Fig 4. blocks 71 and 72; col. 4, line 67; 
col. 5, lines 1-5). 

26. It would have been obvious to one of ordinary skill in this art at the time the 
invention was made to combine the teaching of Biliris and Dieterman to identify whether 
each of the plurality of destinations is internal to the company based on a comparison of 
the received destination information and the information in the company directory 
because they both deal with specifying addresses for outgoing email. Furthermore, 
the teaching of Dieterman to identify whether each of the plurality of destinations is 
internal to the company based on a comparison of the received destination information 
and the information in the company directory would allow making the decision of 
whether a message was internal or external when the message was addressed to 
multiple recipients (Dieterman, col. 4 lines 3-6). 

27. As per claim 8, Biliris fails to teach the method of claim 7 further comprising: 
adding an identifier to the first network communication to indicate whether the 

first network communication is directed only to destinations internal to the company. 

28. Dieterman teaches adding an identifier to the first network communication to 
indicate whether the first network communication is directed only to destinations internal 
to the company (col. 5, lines 3-10). 

29. It would have been obvious to one of ordinary skill in this art at the time the 
invention was made to combine the teaching of Biliris and Dieterman to add an identifier 
to the first network communication to indicate whether the first network communication 
is only to destinations internal tottie company because they both deal with specifying 
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addresses for outgoing email. Furthermore, the teaching of Dieterman to add an 
identifier to the first network communication to indicate whether the first network 
communication is only to destinations internal to the company would facilitate sending 
out messages which do not require approval without delay (Dieterman, col. 5, lines 19- 
22). 

30. As per claim 9, Biliris fails to teach the method of claim 7 further comprising: 
adding an identifier to the first network communication to indicate whether the 

first network communication is directed to at least one destination external to the 
company. 

31 . Dieterman teaches adding an identifier to the first network communication to 
indicate whether the first network communication is directed to at least one destination 
external to the company (col. 5, lines 3-10). 

32. It would have been obvious to one of ordinary skill in this art at the time the 
invention was made to combine the teaching of Biliris and Dieterman to add an identifier 
to the first network communication to indicate whether the first network communication 
is directed to at least one destination external to the company because they both deal 
with specifying addresses for outgoing email. Furthermore, the teaching of Dieterman 
to add an identifier to the first network communication to indicate whether the first 
network communication is directed to at least one destination external to the company 
would facilitate having an approval authority authorize messages intended for external 
distribution (Dieterman, col. 4 lines 58-63;Fig. 9). 
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33. As per claim 12, Biliris teaches the method of claim 1 , wherein the directory 
server is an LDAP server (Paragraph 0027). 

34. As per claim 1 5, claim 1 5 is rejected for the same reasons as claim 1 . 

35. As per claim 16, Biliris teaches the network device of claim 15 further comprising 
a memory coupled to the controller, the memory storing a destination identification 
process, and wherein the controller is configured to determine whether the destination 
information specifies a destination that is internal to a first company based on the 
destination identification process. The memory coupled to the computer and storing the 
destination identification process is not explicitly taught by Biliris, however Biliris does 
teach that the destination process may be a module in a computer system that is 
coupled to the controller (Paragraphs 0022 and 0025). Memory for storing the 
destination identification process during execution is an inherent part of the computer 
system. 

36. As per claim 17, claim 17 is rejected for the same reasons as claim 8. 

37. As per claim 18, claim 18 is a product claim containing the same subject matter 
as claim the method in 1 . Claim 18 is rejected for the same reason as claim 1 . 

38. As per claim 19, claim 19 is a product claim containing the same subject matter 
as claim the method in 2. Claim 19 is rejected for the same reason as claim 2. 

39. As per claim 20, claim 20 is a product claim containing the same subject matter 
as claim the method in 3. Claim 20 is rejected for the same reason as claim 3. 

40. As per claim 21 , claim 21 is a product claim containing the same subject matter 
as claim the method in 4. Claim 21 is rejected for the same reason as claim 4. 
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41. Claims 10 and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Biliris et al (US 2001/0009017) hereinafter Biliris in view of Dieterman (US 
6,393,464) further in view of Arnold (US 6,275,848). 

42. As per claim 10, Biliris fails to teach the method of claim 7 further comprising: 
transmitting at least a portion of the first network communication via email to 

destinations identified as external to the company; and 

transmitting at least a portion of the first network communication to a web server. 

43. Arnold teaches the method of claim 7 further comprising: 

transmitting at least a portion of the first network communication via email to 
destinations identified as external to the company (col. 4, lines 19-24) 

transmitting at least a portion of the first network communication to a web server 
(col. 4, lines 19-22). 

44. It would have been obvious to one of ordinary skill in this art at the time the 
invention was made to combine the teaching of Biliris and Arnold because they both 
involve email communications. Furthermore, the teaching of Arnold to transmit a 
portion of a network communication for external destinations and to transmit a portion to 
a web server would increase the efficiency of the transmission of large email messages 
by only transmitting attachments at the request of the recipients of the messages 
(Arnold, col. 2. lines 48-55). 

45. As per claim 1 1 , Biliris in view of Dieterman, further in view of Arnold fails to 
teach the method of claim 10, and further comprising: 
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transmitting an email communication to destinations identified as internal to the 
company, the email communication including link information for accessing the 
information transmitted to the web server. 

46. Arnold teaches transmitting an email communication to destinations identified as 
internal to the company, the email communication including link information for 
accessing the information transmitted to the web server (col. 2 lines 34-37). 

47. It would have been obvious to one of ordinary skill in this art at the time the 
invention was made to combine the teaching of Biliris and Arnold to transmit an email 
communication to destinations identified as internal to the company, the email 
communication including link information for accessing the information transmitted to 
the web server because they both deal with transmission of information via email 
communications. Furthermore, Arnold teaches that transmitting an email 
communication to destinations identified as internal to the company, the email 
communication including link information for accessing the information transmitted to 
the web server allows managing access to the attachment if the information in the link is 
designated as confidential (col. 2, lines 56-61). 

48. Claims 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Biliris 
et al (US 2001/0009017) hereinafter Biliris in view of Dieterman (US 6,393,464) further 
in view of Shaw et al. (US 6,247,045) hereinafter Shaw. 

49. Biliris in view of Dieterman as applied to claim 7, fails to teach the method of 
claim 7 further comprising: 
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transmitting a first version of the first network communication to destinations 
identified as internal to the company; and 

transmitting a second version of the first network communication to destinations 
not identified as internal to the company, the second version differing in content from 
the first version. 

50. Shaw teaches the method of claim 7 further comprising: 

transmitting a first version of the first network communication to destinations 
identified as internal to the company; and transmitting a second version of the first 
network communication to destinations not identified as internal to the company, the 
second version differing in content from the first version (col. 6, lines 4-13; different 
messages constructed based on designations of groups of users). 

51 . It would have been obvious to one of ordinary skill in this art at the time the 
invention was made to combine the teaching of Biliris and Shaw to transmit different 
versions of a network communications to destinations internal and external to the 
company because they both deal with addressing email communications to groups of 
users. Furthermore, the teaching of Shaw to transmit different versions of a network 
communications to destinations internal and external to the company would alleviate the 
tedium of having to manually generate separate messages for internal and external 
users (col. 2, lines 3-5). 

52. Claims 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Biliris 
et al (US 2001/0009017) hereinafter Biliris in view of Dieterman (US 6,393,464) further 
in view of Joseph et al. (US 5,761 ,41 5) hereinafter Joseph. 
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53. Biliris in view of Dieterman as applied to claim 7, fails to teach the method of 
claim 7 further comprising: 

transmitting a version of the first network communication via a first 
communication method to destinations identified as internal to the company; and 

transmitting a version of the first network communication via a second 
communication method to destinations not identified as internal to the company, the 
second communication method differing from the first communication method. 

54. Joseph teaches the method of claim 7 further comprising: 
transmitting a version of the first network communication via a first 

communication method to destinations identified as internal to the company (col. 4, lines 
10-16; internal messages sent over the LAN); and 

transmitting a version of the first network communication via a second 
communication method to destinations not identified as internal to the company, the 
second communication method differing from the first communication method (col. 4, 
lines 37-44; external communications sent by remote email via smtp server). 

55. It would have been obvious to one of ordinary skill in this art at the time the 
invention was made to combine the teachings of Biliris and Joseph because they both 
deal with fax or email communications. Furthermore, the teaching of Joseph to transmit 
messages to external clients using different means than that used for internal clients 
results in a communications system that can accommodate recipients who cannot be 
reached using the internal communications system even though the internal and 
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external recipients are contained in the same distribution list (Joseph, col. 4. lines 45- 
52). 

Conclusion 

56. Prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The following patents and publication are cited to further show the state of 
this art with respect to "System and method for identifying internal and external 
communications in a computer network 

i. US 2002/00781 58 A1 Brown et al. 

ii. US 2003/0046421 A1 Horvitz et al. 

57. THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Isaac R Clark whose telephone number is (571)272- 
3961 . The examiner can normally be reached on Monday-Friday 8:00am-4:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John A Follansbee can be reached on (571)272-3964. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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